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Response to Arguments 

1 . Applicant's arguments with respect to claims 1-2, 4-6, and 8-10, have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 

form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-2, 4-6, and 8-10, are rejected under 35 U.S.C. 102(e) as being 
anticipated by Miller et al (Pub. No. US 2002/0170073). 

Miller et al discloses a video recording apparatus that shows all the limitations 
recited in claims 1, and 9-10, including the feature of the digital video recorder for use 
with a monitor and a set top box, the set top box for demodulating program data by 
tuning to a least one of a plurality of channels (See the companion box 140 having the 
memory 355 shown in Miller et al, wherein digital signals recording is performed, and 
further, see the television 120, and the STB 130, of Miller et al), the feature of the set 
top box including a DVR interface and the feature of the STB interface for 
communicating with the STB over the DVR interface as specified in the present claims 
1, and 9-10 (See the STB 130 and the box 140 which includes the capability of 
communicating between the both of them through the IR receivers and transmitters 
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shown thereof in Miller et al), the feature of the DVR comprises a local memory for 
storing the program data received from the STB (See the capability of recording video 
data received from the STB 130 on the recording medium 355 as shown in Miller et al's 
Figure 3), and the feature of the DVR controller for communicating control data to direct 
the STB to tune to a selected channel and the feature of receiving channel change 
event from the STB in connection with the STB changing to the tuned channel as 
specified in the present claims 1, and 9-10. (See Miller et al's page 2, paragraph 
[0030], and further, see Miller et al's page 1, paragraph [0002], line 4-9). 

With regard to claims 2, 6, and the feature of the channel-change event being 
received by the DVR after the STB changes the tuned channel as specified thereof is 
present in Miller et al. (See Miller et al's page 1, paragraph [0002], line 4-9). 

With regard to claims 4, 8, the feature of the DVR transmits a control signal to the 
STB authorizing the STB to change the tuned channel as specified thereof is present in 
Miller et al. (See Miller et al's page 1, paragraph [0002], line 4-5). 

With regard to claim 5, it is noted that all the limitations recited thereof are 
present in the cited reference of Miller et al, including the feature of the STB including a 
tuner. (See Elliot et al's Figure 2, component 1 12). 

Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 9-10 are rejected under 35 U.S.C. 101 because the claim is directed to a 
recording medium storing nonfunctional descriptive material. 
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Data structures not claimed as embodied in computer-readable media are 
descriptive material per se and are not statutory because they are neither physical 
"things" nor statutory processes. See, e.g. Warmerdam, 33 F.3d at 1361, 31 USPQ2d at 
1760 (claim to a data structure per se held nonstatutory) and merely claiming 
nonfunctional descriptive material stored in a computer-readable medium does not 
make it statutory. See MPEP 2106.IV.B.1 . 

6. Claims 3, and 7, are objected to as being dependent upon a rejected base claim, 
but would be allowable if rewritten in independent form including all of the limitations of 
the base claim and any intervening claims. 

Conclusion 

7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bob Chevalier whose telephone number is 571-272- 
7374. The examiner can normally be reached on MM-F (9:00-6:30), second Monday 
off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Thai Tran can be reached on 571-272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



B. Chevalier 
June 2, 2006. 




